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TRADEMARK

Establishedness and Justness of
Trademark Right

Wang Chunyan

Compared with some Western countries, China has a
rather short history of trademark protection and relatively
weak in trademark theory closely related thereto. For this
reason, studying and drawing on the trademark protection
systems in other countries and the relevant theories thereof
become an important approach to establishing and
amplifying the trademark protection system in China. ' This
article 1is intended to present some opinions of this writer
regarding the amplification of the relevant system under the
trademark legislation in China from the perspective of
establishedness and justness — substantive justness — of
trademark right.

Trademark Right Formation Principle and
Value in Trademark Protection

For historical and other reasons, views on objects of

legal trademark protection and concepts of trademark right
are different from one country to another adopting different
legal systems, which results in the different systems for the
acquisition of trademark right. These systems can be
divided into two categories: those based on use-based
principle and on registration-based principle, which are
reflected in the TRIPS Agreement, Article 16 (1) of which
provides that the owner of a registered trademark have the
exclusive right and, at the same time, recognise the rights
made available on the basis of use.

According to the use-based principle, trademark right
must and can only be acquired through prior use; according
to the registration-based principle, trademark right must and
can only be obtained through prior registration. The former
takes the fact of use as the necessary and sufficient
condition for making a trademark right available, and
establishes the ownership of a trademark right in
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combination with the “first-to-use” principle; while the
latter takes the fact of registration as the necessary and
sufficient condition for making a trademark right available,
and establishes the ownership of a trademark right in
combination with the “first-to-file” principle. Under the
use-based principle, what is protected is the trade
reputation or commercial good will attached to a
trademark; under the registration-based principle, the
object of protection is the “trademark” per se. This shows
that the two principles are based on different concepts of
trademark protection: the “first-to-use” principle stresses
substansive justness in respect of subject entity, protecting
the interests of the trademark owner who makes a trademark
valuable; the registration-based principle stresses the order
of law and the relevant establishedness of trademark right.

Within the order of trademark law adopting the
registration-based  principle, the  requirement  for
establishing the trademark right is realised by a series of
systematic protective measures. These measures include the
registration-based principle and the application publication
and opposition systems. With the development of
international  trade; establishedness derived from
registration has made it the best way for owners of
trademark from one country to seek trademark protection in
another. The registration-based principle has gradually
taken hold in the order of law for trademark protection in
most countries. To date, only the United States and the
Philippines take prior use as the basis for establishing
trademark right under their trademark systems, while the
other countries either adopt the two principles, say in the
United Kingdom and Germany, or follow the
registration-based principle as in the civil law countries like
France and Japan. In the ongoing process of economic
globalisation, the position of the registration-based
principle is only to be enhanced, not weakened.

However, establishedness is no more than an approach
or formal value, but not an objective of legal protection.
The objective should be justness. Under the
registration-based principle, it is possible for an applicant
to obtain an exclusive trademark right by its act of prior
registration, and no one will ask whether it uses said
trademark, which has given rise to a series of problems,
among which collision of rights between a trademark
registrant and a prior trademark user and the justness of
registered trademark right, are the most striking. To
resolve these problems, many countries adopting the
registration-based principle borrow, for their own use,
practices embodying justness requirements from other
systems in addition to upholding the original system rooted
in their history of law.

First, these countries, sticking to the
registration-based principle, conditionally recognise the
priority right of the prior user of a trademark, or, in
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infringement litigation, accord specific protection to
defendants who are able to attest their prior use, namely
recognising that the prior users enjoy some right to use a
trademark they use before registration. As a case in point,
Artticle 9 of the Italian Trademark Law allows a prior user
to have the right to continue to use its trademark (whether
it is well-known or known) . Again, Article 32 of the
Japanese Trademark Law provides that a prior good-faith
user whose trademark is well known to consumers before
another person files an application for registration thereof
has the right to continue to use the trademark on the
original goods or service, or the prior user is empowered to
raise opposition and to file a request for revocation of the
registration. That is, the prior user may raise opposition or
request for revocation of registration of a trademark which
is subsequently used and identical with or similar to its own
trademark. Similar provisions can also be found in the
trademark laws of Germany, France, the United Kingdom
and Italy.

Second, use of a trademark is taken as a factor for
establishing the rightfulness of trademark right made
available through registration. For example, the various
countries take use of a trademark as a pre-condition for the
maintenance of a registered trademark. It is provided that if
a registered trademark is not used for a continuous period
(usually three or five years), then the registration may be
cancelled. Article 19 of the TRIPS Agreement sets forth the
provision entitled “Requirement of Use”. Article 12 of the
Trademark Directive of the FEuropean Economic
Community provides that “A trade mark shall be liable to
revocation if, within a continuous period of five years, it
has not been put to genuine use in the Member States in
connection with the goods or services in respect of which it
is registered, and there are no proper reasons for non-use. ”
Article 26 of the German Trademark Law expressly
provides that “Insofar as the assertion of claims resulting
from a registered trade mark or the maintenance of the
registration depends on the use of the trade mark, the
proprietor must have put the trade mark to genuine use in
this country in connection with the goods and services in
respect of which it is registered, unless there are proper
reasons for non-use. ” Protection of the lawful interests of a
prior user of a trademark and the requirement of use for
trademark registration embodies the value sought in
trademark protection.

Message from Trademark Protection Systems
in Foreign Countries for Trademark Protection
System in China

How the trademark protection system in China reacts

to the development and evolution of the world -trademark
protection system is an important subject matter to be
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urgently studied and addressed. Against the backdrop of
economic globalisation, correctly establishing the type of
trademark protection system for China helps amplify its
trademark protection system and facilitates the international
harmonisation of trademark protection.

Like other developing countries, China lacks the soil
for the use-based principle. Starting from the Tentative
Ordinance of Trademark Registration—the first trademark
law or regulation issued in the Qing Dynasty in 1904 as the
point of departure, the registration-based principle has
always been adopted for trademark protection in the
statutory laws to protect trademarks in China. This is also
the case with the current Chinese Trademark Law. In
China, the basic characteristic of trademark protection is
protection through registration, and the Trademark Law
only grants trademark right to owners of registered
trademark, but is still wanting in provision for protection of
unregistered trademarks.

Compared with the relevant international treaties and
legislation of other countries, two practices usually
borrowed by the aforementioned trademark protection
system adopting the registration-based principle are not
completely introduced to the Chinese trademark legislation.
First, in respect of the issue of protection of unregistered
trademark, the present Chinese trademark law only relates
to the protection of unregistered well-known trademark,
and is only limited to provisions for the right to request for
revocation. The relevant provisions can be found in Article
27 (1) of the current Trademark Law and Rule 25 (1) of
its Implementing Regulations. The former provides that
registration acquired by unfair means are cancelled in two
ways; the latter enlists the circumstances of acquisition of
trademarks by unfair means, of which “to violate the
principle of honesty and good faith and plagiarise,
counterfeit or translate any well-known trademark of
another party in the registration” relates to the issue of
protection for unregistered well-known marks. > The owner
of an unregistered well-known trademark may request for
revocation of registration by another person in bad faith
(i.e. “in violation of the principle of honesty and good
faith”) . Since most members of the Paris Convention for
the Protection of Industrial Property grant better protection
to well-known marks (including unregistered well-known
trademarks) than that for the ordinary registered
trademarks. The protection of the latter is a far cry from
that for unregistered well-known trademark. The relevant
legislation of other countries sets forth different provisions
for the right to request for revocation of registration of
well-known marks and ordinary unregistered trademarks.
For example, the Uniform Trademark Law of the Economic
Union of Benelux sets forth in Article 4 (5) relating to
registration applications that cannot obtain trademark right,
“the filing of a mark likely to cause confusion with a
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well-known mark, within the meaning of Article 6bis of the
Paris Convention, and owned by a third party who has not
given his consent” and in (6) thereof “filing effected by a
person who knows or has no valid excuse for not knowing
that within the preceding three years a third party has, in
good faith and in the normal manner, used a like mark for
similar goods or services on Benelux territory, and the said
third party has not given his consent. ” The right to request
for revocation of well-known marks applies to registration
in both bad and good faith, while that of the ordinary
unregistered trademark only applies to registration in bad
faith. As this indicates, the provision of the Chinese
Trademark Law for well-known trademark protection is
equivalent to that of other countries for the protection of
ordinary unregistered trademarks.

Next, although the Implementing Regulations of the
Trademark Law provides that “registration in violation of
another person’s lawful prior right” is one of the
circumstarices of registration acquired by unfair means”,
no express definition is made as to the content of “the prior
right”; the “prior right” is generally interpreted as other
civil rights like copyright, patent right and trade name
right, excluding prior trademark right. > The prior right of
trademark use is not incorporated into the “prior right”.

Third, there lacks express provision for requirements
of use of registered trademarks. The current Trademark
Law only provides, from the angle of the administration of
use of trademarks, that where a registered trademark is not
in use for a continuous period of three years, the
Trademark Office shall order rectification or cancellation of
the registered trademarks within a time limit.

In recent years, the issues that have drawn wide
attention in the field of trademark protection, such as the
controversial phenomenon of frequent “pre-emptive
registration”, are most related to the loopholes of the
provisions of the trademark law. In addition to unregistered
well-known trademarks, most trademarks that are
pre-emptively registered by other parties are unregistered
trademarks that enjoy some reputation in the market place.
Since no provisions are set forth in the present laws in
China for the protection of this category of trademarks,
there have arisen a lot of abnormal phenomena of
registering and  “lawfully” taking for ones’ own use
unregistered trademarks other people have used for years.
And the inadequate requirement in the legislation of use of
registered trademark helps the widespread of the
phenomenon of registration without use.

As regards the present situation of trademark
protection system based on registration-based principle, it
is held in this article, that what the trademark protection
system in China is faced with is not only a matter of choice
of system to be adopted, but a matter of orientation toward
certain value as well. We should stick to the system as
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such, and, at the same time, draw on the practices of other
systems that embody the substantive justness. Both to
protect the lawful interests of a prior user of a trademark
and to require for use of registered trademarks are the
primary objective of establishing the trademark protection
system. For this reason, the final goal for establishing the
trademark protection system is to regulate the
market-oriented economic order, protect fair competition,
and promote the economic development. To this end, we
should pay attention to the issue of the justness of
trademark right while ensuring the establishedness thereof.

Proper attention should be given to the interests of
unregistered trademark users, and work done to gradually
regulate the relations between trademark registrants and
trademark users. Without the legal tradition of protection
against unfair competition on which the use-based principle
depends on, it is not advisable to directly introduce the
principle in the trademark law as in Germany.* Although
the German practice embodies the integration between the
principles of registration and use, the integration is deemed
formal without practical effect as the unfair competition law
or infringement law is still depended on for the protection
of unregistered trademarks. > A relatively feasible practice is
to recognise, in the legislation, the prior trademark user’s
prior right to use the trademark under certain conditions. °
Only by first recognising this substantive right of the
trademark user is it possible to address the issue of the
trademark user’s right to request for revocation of
registration in procedural sense, and to go a step further to
discuss the issue of counterclaim by the prior user on the
basis of prior use when it is accused of infringement.
Provisions should be separately set forth according to the
subjective intention of the registrant on the basis of
recognising the right in prior use. ’

As regards bad-faith registration, the prior user of an
unregistered trademark should enjoy the right to request for
revocation of registration. As aforementioned, many
unregistered trademarks that are not well known are
pre-emptively registered by other parties. These
trademarks are of considerable value after being used by the
owners for a long time (that is the direct reason they are
registered by other parties in bad faith), and the original
trademark users would lose the right to use them once they
are pre-emptively registered. Jurisprudentially speaking,
the interests of the users of the unregistered trademark
should be protected. Hence, stress on the good faith in
registration should be fully embodied in the trademark law
in China, and this is actually true in various aspects. As a
case in point, the provision of Article 27 was added to the
current Trademark Law, when it was being revised in
1993, for the prohibition of registration by unfair means to
prohibit acts of “pre-emptive registration, by unfair means
for seeking illegal interests, of trademark which another
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person has used for a long time and which enjoys high
reputation. ” ® Besides, it is provided in the Opinions on
Resolution of Several Issues Concerning Trademark and
Enterprise Names issued by the State Administration for
Industry and Commerce (SAIC) on 5 April 1999, that “the
exclusive trademark right --- shall be acquired in
accordance with the principle of honesty and good faith set
forth in the General Principles of the Civil Law and the
Unfair Competition Law, without committing unfair
competition by making use of the reputation of another
person’s trademark or enterprise’ name”. Some Chinese
trademark review and adjudication workers have also
expressly pointed out that “what we advocate is the
good-faith, registration-based principle that does not violate
the principle of honesty and good faith and the prior
application that inflicts no damages to the interests of
another person, but not ‘pre-emptive’ registration” .° For
us, these conception should be observed in all the legal
practice including the protection of unregistered
trademarks. The enforcement practice, in fact, has offered
us the precedents of protection of known but unregistered
trademark. For example, in the Final Ruling in Writing on
the Improper Registration of the Trademark “#i” No.
Shangpingzi 3862/1999 issued on 4 January 2000, the
Trademark Review and Adjudication Board of SAIC holds
that the Trademark “¥¥#E”, as a mark for the foodstuff,
including dilated food, manufactured by the applicant,
enjoys high reputation in the market and the respondent’s
act constitutes registration of a counterfeiting trademark
thereof. Accordingly, the applicant’s ground for the action
that the trademark is registered improperly is tenable.
Therefore, it is ruled to revoke the registration of the
respondent’s Trademark “¥33f”No. 1200997. '

As for good-faith registration, the prior user of a
trademark has no right to request for revocation of its
registration, but should enjoy the right to continue to use
the trademark in connection with the original scope of
goods or services; meanwhile, it may raise counterclaim
based on its prior right in the infringement litigation. Since
the current trademark law does not give the prior user the
prior right in the trademark, nor the right to counterclaim
based on the relevant prior use, the trademark users are,
more often than not, put in an unfavourable situation. In its
comments on the first draft Amendment of the Trademark
Law, the Intellectual Property Tribunal of the Supreme
People’s Court raises the issue of the right for prior users to
continue to use their trademarks. This issue is raised
against the phenomenon in which lawful users are charged
with infringement when their trademarks are pre-emptively
registered, and “the ruling, are often made lawfully, but
unreasonably” .!° If the legislation expressly provides for
the right of users of unregistered trademark to request for
revocation of registration, then the situation would be
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different.

As for bad-faith registration, trademark users may
request for revocation thereof, and there would not arise
such a situation in which a lawful user is charged with
infringement, the above “lawful but not unreasonable”
result be avoided. Besides, the trademark users’ right to
use their trademarks naturally remain “secure”. As regards
good-faith registration, since a prior trademark user cannot
exercise the right to request for revocation thereof, it is
highly possible for the trademark users to be accused of
infringement by the trademark registrant. And, it is in this
case that the issue of user’s right to continue to use the
trademark would arise. For us, a trademark user’s right to
use its trademark is a lawful interest based on its own
lawful use thereof. The maintenance or loss of the
trademark depends on the users’ own will, but should not
on the act (and mental state) of another civil entity. A
trademark holder in the situation of good-faith registration
has no right to deprive another person of its lawful interests
it has acquired lawfully by way of registration which is
meant to create the right in the first place. Therefore,
trademark users should enjoy the right to continue to use
their trademarks. The above opinion as raised by the
Intellectual Property Tribunal of the Supreme People’s
Court may be adopted to handle the confusions that are
likely to arise owing to the use of the same trademark by
different subjects: “The users are required to add proper
sign on their goods or services in order to set them apart
from that of the trademark owner. ”

Under the system adopting the registration-based
principle, it conforms to the fundamental purpose of
trademark protection to conditionally recognise the prior
right of the prior users of trademarks, and give them the
right to request for revocation of registration, which would
not affect the implementation of the registration-based
principle. Compared with the trademark right owned by
trademark registrants, such rights of prior users are limited
both in substantive and procedural terms.' Since the
protection for users of unregistered trademark is limited, it
would not pose any threat on the established registration
system in China. **

Meanwhile, the requirement of use of registered
trademark should be expressly set forth in the trademark
legislation, taking it as a condition for the right to exist in
the trademark legislation. It is not merely to require the
competent trademark authority to undertake administration.
Only by this substantive change is it possible to establish
the justness of trademark right.

The author: Associate Professor of the School of Law,
the People’s University of China
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known but with some reputation are included, which is apt to cause

If interpreted as “known”, then a trademark is not well
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